y 



\ United States Rntent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Addrew: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-M50 
www.nipto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/902,109 



07/1 1/2001 



Kunihito Miyake 



2185-0555P 



8186 



2292 7590 07/03/2003 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



EXAMINER 



MULCAHY, PETER D 



ART UNIT 



PAPER NUMBER 



1713 

DATE MAILED: 07/03/2003 



3 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/902,109 



Examin r 

Peter D. Mulcahy 



Applicant(s) 

MIYAKE ET AL 



Art Unit 

1713 



- The MAILING DATE of this communication app ars on the cov rsh t with the correspond nee address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 11 July 2001 , 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) US is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) E3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

bMa\\ b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) M Notice of References Cited (PTO-892) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) I3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . 



4) Q Interview Summary (PTO-41 3) Paper No(s). 

5) ED Notice of Informal Patent Application (PTO-1 52) 

6) Q Other: 
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polymeric resins. These compounds are shown to be effective in 
the protection of these polymers from thermal oxidative 
degradation. The only difference between this patent and the 
instantly claimed invention is the fact that polybutadiene is not 
specifically identified as being one of the polymers which is to 
be protected from the thermal oxidative degradation. The 
Examiner maintains that one of ordinary skill in the art would be 
motivated to utilize the compound as a stabilizer in a 
polybutadiene composition so as to achieve thermal oxidative 
stability given that these compounds are shown as stabilizers and 
the resins listed therein are not seen to be limiting and 
exclusive of polybutadiene. This is to say that the disclosure 
of the patent is seen to suggest to one of ordinary skill in the 
art that the stabilizers could be used in a wide variety of 
resins and one of ordinary skill in the art would have a 
reasonable expectation of success when adding these stabilizers 
to other resins and specifically a polybutadiene resin as broadly 
recited within the claims. 

The Avakian et al . patent also shows compounds which fall 
within the scope of applicants' instantly claimed formula. See 
specifically column 5 lines 55-60. This patent is much broader 
as to the resins which the formulas can be incorporated in and 
columns 9 and 10 extensively list many different resins to which 
the compounds can be added. Polybutadiene resins are repeatedly 
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identified within this listing and it would be prima facie 
obvious for one of ordinary skill in the art to select this resin 
from the list and obtain applicants' instantly claimed invention. 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the 
date of application for patent in the United States. 

(e) The invention was described in (1) an application 
for patent, published under Section 122(b), by another 
filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United 
States before the invention by the applicant for 
patent, except that an international application filed 
under the treaty defined in section 351(a) shall have 
the effects for purposes of this subsection of an 
application filed in the United States only if the 
international application designated the United States 
and was published under Article 21(2) of such treaty in 
the English language. 

Claims 6-8 are rejected under 35 U.S.C. § 102(b) as being 
clearly anticipated by Chuchin et al . 

Example 6 of this reference shows a stabilizer compound 
wherein the X and Y substituents as claimed are the alkylene 
group having one carbon atom. As such, these claims are seen to 
be clearly anticipated by this reference. Applicants should note 



that the language "for a polybutadiene type polymer" is not seen 
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to be further limiting. This is a mental step and as such does 

not limit the claim. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Peter D. 
Mulcahy, whose telephone number is (703) 308-2449. The examiner 
can normally be reached on Tuesday through Friday from 7:30 A.M. 
to 6:00 P.M. 

The fax telephone number for this group is (703) 305-3599. 

Any inquiry of general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-2351. 



P. Mulcahy:cdc 
June 27, 2003 




PETER D.MUI/CAHY 
PRIMARY EXAMINER 



